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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 

Claims 1-8 are pending. 

Election/Restrictions 

Claims 3-8 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) 
as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 1 1 October 2005. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Chiba et al. (Suzuki Segregation and Dislocation Locking in Supersaturated Co-Ni 

Based Alloy) in view of Chiba et al. (WO 02/24967 Al), which is an equivalent 

disclosure of Chiba et al. (US 2004/0025989). 
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Regarding claims 1-2, Chiba et al. (Suzuki Segregation) teach (Table 1) a Co-Ni 
based heat-resistant alloy comprising by weight: 0.5% Mn; 30.4% Ni; 21% Cr; 10.0% 
Mo; 1.5% Nb; 2.1% Fe; 0.8% Ti; the balance of Co and inevitable impurities. Chiba et 
al. (Suzuki Segregation) do not specify that the alloy would need to have more than 
0.05% of C or more than 0.5% of Si, therefore the alloy inherently meets those 
limitations. Also, Chiba et al. (Suzuki Segregation) do not specify that the alloy would 
have a fine twin structure, a parent phase and C03M0 or C07M06 precipitated at 
boundaries of the fine twin structure and the parent phase. Furthermore, Chiba et al. 
(Suzuki Segregation) do not specify that the alloy would include at least one kind of 
0.007 to 0.10% of REM; 0.001 to 0.010% of B; 0.0007 to 0.010% of Mg and 0.001 to 
0.20% of Zr. 

With respect to the limitation that the alloy would have a fine twin structure, a 
parent phase and C03M0 or C07M06 precipitated at boundaries of the fine twin structure 
and the parent phase in claims 1-2, Chiba et al. (Suzuki Segregation) teach (pages 
2112-2113 and Fig. 2b) annealing the alloy at 1323 K (1050 degrees C) to attain 
chemical homogeneity then aging the alloy at 943 K (670 degrees C) in a condition of 
applied stress for about 1.1 hours. The Examiner asserts that this treatment would 
inherently produce the claimed results of having a fine twin structure, a parent phase 
and C03M0 or C07M06 precipitated at boundaries of the fine twin structure and the 
parent phase. (The Examiner cites paragraph 0008 of the specification of the instant 
application as evidence of inherency.) 
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With respect to the limitation that the alloy would include at least one kind of 
0.007 to 0.10% of REM; 0.001 to 0.010% of B; 0.0007 to 0.010% of Mg and 0.001 to 
0.20% of Zr in claims 1-2, Chiba et al. (WO 02/24967 A1) teach (see paragraphs 0033- 
0034 of US 2004/0025989) in a substantially similar alloy composition, adding 0.007 to 
0.10% REM to improve the hot workability, adding 0.001 to 0.10% B to improve hot 
workability, adding 0.0007 to 0.10% Mg to improve hot workability, and adding 0.001 to 
0.20% Zr to improve hot workability. It would have been obvious to one of ordinary skill 
in the art to modify the method of Chiba et al. (Suzuki Segregation) by adding the 
claimed amount of REM, B, Mg or Zr in order to improve the hot workability as taught by 
Chiba et al. (WO 02/24967 Al). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Alexander whose telephone number is 571- 
272-8558. The examiner can normally be reached on M-F 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy V. King can be reached on 571-272-1244. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





